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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I (claims 1-3) in the reply filed on 
August 1 1 , 2005 is acknowledged. The traversal is on the ground(s) that there are two 
requirements for restriction, distinctness and a serious burden and that distinctness 
without a serious burden is not sufficient to justify restriction (see pages 2-3 of 
'Remarks' filed December 9, 2005). This is not found persuasive because the Examiner 
has stated in the previous Office Action mailed August 1 1 , 2005 that in addition to being 
distinct (as stated on page 7 of the Office Action) that searches of all the groups would 
in fact impose a serious search burden (see page 3, 2"^ paragraph, page 4, 1^* full 
paragraph and 3^^ paragraph, page 5, 3^^ paragraph, page 6, 2"^ full paragraph, and 
page 7, 1®^ full paragraph). 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 4-24 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on December 9, 2005. 

3. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 , 48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
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remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

Claim Rejections - 35 USC § 112, second paragraph 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 3 is rejected under 35 U.S.C. 1 12, second paragraph, as being Indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Based on the claim language, it is unclear what is meant by "wherein the at least 
one molecular marker is markers Satt516 and Satti 14". The claim does not particularly 
point out and distinctly claim the subject matter which Applicant regards as the 
invention. It appears that one marker is somehow made up of two markers or it seems 
that the claim may suggest that one or the other marker is required. 

Claim Rejections - 35 USC § 112, first paragraph • Enablement 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of canning out his invention. 

7. Claims 1-3 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
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pertains, or with which it is most nearly connected, to make and/or use the invention. 
The claims are broadly drawn to a method for determining the Phytophthora sojae 
resistance associated with the trait locus Rps8 in soybean using molecular markers. 

In re Wands, 858F,2d 731, 8 USPQ2d 1400 (Fed. Cir. 1988) lists eight 
considerations for determining whether or not undue experimentation would be 
necessary to practice an invention. These factors are: the quantity of experimentation 
necessary, the amount of direction or guidance presented, the presence or absence of 
working examples of the invention, the nature of the invention, the state of the prior art, 
the relative skill of those in the art, the predictability or unpredictability of the art, and the 
breadth of the claims. 

The assignment of molecular markers to particular traits is unpredictable and 
population-specific. In comparing results from other studies with that of their own, Lee et 
al. (Theor. Appl. Genet. 92:516-523, 1996) reported different genomic locations of 
putative QTLs from different populations and suggested that there may be population 
specificity of important QTLs. For example, Lee et al. found two putative independent 
markers associated with plant height on linkage group L, but reported that others did not 
find the same QTLs when using a different population (see, page 521, second 
paragraph). 

Michelmore et al. (Proc. Natl. Acad. Sci, 88:9828-9832, 1991), van Goijen et al. 
(Theor. Appl. Genet. 89:1007-1013, 1996), and Concibido et al. (Crop Sci. 37:258-264, 
1997), teach that it is unpredictable whether any particular PCR-derived or RFLP 
molecular marker developed with one population of soybeans may be successfully 
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utilized with another population comprising the same species, or with interspecific 
hybrids. 

van Ooijen et al. teach for example in Tables 2 and 3 on page 1009, Figures 1-2 
on pages 1010-1011, and on page 1009, column 1, line 11 to page 1012, column 2, line 
14, that it is unpredictable whether the order or even presence of an RFLP developed in 
one population derived from one set of parameters may be identified and used with a 
population defined from a different combination of parentals. 

Michelmore et al. teach for example on page 9829, column 1, lines 15-20, that it 
is unpredictable whether the order or even presence of a RAPD developed in one 
population derived from one set of parentals may be identified and used with a 
population defined from a different combination of parentals. 

Concibido et al. teach for example on page 260, column 1, line 16 to page 261, 
column 1 , line 12, that when one set of RFLP markers developed from one population of 
soybeans produced from one set of parental genotypes were used with two other 
different populations of soybeans produced by two different crosses, that the same 
markers yielded only 36.2% or 40.3% polymorphism, and that the other markers were 
not polymorphic in these populations and could not be used. 

Westman et al. (Theor. Appl. Genet. 96:272-281, 1998) teach for example in the 
Abstract on page 272, that SSR-derived microsatellite types of molecular markers 
particularly suffer from linkage disequilibrium effects, and are unpredictable for use from 
one plant population to another. Westman et al. teach for example on page 272, column 
1, line 30 to page 293, column 1, line 15 that single sequence repeat (SSR)-primer 
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based assays do not amplify across all related genotypes, and even if they do, the 
bands are often mistakenly misinterpreted as allelic when they are not. These results 
suggest that the use of markers for one population may not give the same results when 
used in another population and that such use of markers in marker-assisted selection is 
unpredictable. 

Given the breadth of the claims and the unpredictability of assigning molecular 
markers to particular traits, it would require undue trial and error experimentation for one 
of skill in the art to use the invention as claimed. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -> 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

9. Claims 1-3 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Demirbas et al (Crop Sci. 41: 1220-1227, 2001). 

The claims read on a method of determining the Phytophthora sojae resistance 
associated with the trait locus Rps8 in soybean using molecular markers. Claim 3 is 
interpreted to read either marker Satt516 or Satti 14. 

Demirbas et al disclose a method of determining Phytophthora megasperma 
resistance associated with trait loci Rps1, Rps2, Rps3 and Rps4 in soybean using 
molecular markers (see page 1223, 2"^ column to page 1226, 1®* column, lines 1-6 and 
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Tables 2-9). In addition, Demirbas et al disclose the use of marker Satt1 14 (see page 
1225, Table 7) and that this marker is associated with linkage group F (see page 1224, 
2""^ column, 2"*^ paragraph and page 1226, 1®^ column, 2"^ paragraph). 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to v\^ich said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Demirbas 
et al (Crop Sci. 41: 1220-1227, 2001), in view of Cregan et al (Crop Sci, 39: 1464-1490, 
1999). 

The claim read on a method of determining the Phytophthora sojae resistance 
associated with the trait locus Rps8 in soybean wherein at least one molecular marker 
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is marker Satt516 and Satt114. This claim has been interpreted to mean both marker 
Satt516 or Satt1 14 is to be used in the invention. 

Demirbas et al teach a method of determining Phytophthora megasperma 
resistance associated with trait loci Rps1, Rps2, Rps3 and Rps4 in soybean using 
molecular markers (see page 1223, 2"^ column to page 1226, 1®* column, lines 1-6 and 
Tables 2-9). In addition, Demirbas et al teach the use of marker Satti 14 (see page 
1225, Table 7) and that this marker is associated with linkage group F (see page 1224, 
2"^ column, 2""^ paragraph and page 1226, 1^^ column, 2""* paragraph). 

Demirbas et al do not teach the use of molecular marker Satt516. 

Cregan et al teach molecular marker Satt516 and that this marker is located on 
linkage group F. In addition, Cregan et al teach that Rps3, a gene associated with 
Phytophthora resistance is also on linkage group F (see page 1477, Figure 1). 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time of Applicant's invention to combine the teachings of Demirbas et al and Cregan et 
al to produce a method of determining the Phytophthora sojae resistance associated 
with the trait locus Rps8 in soybean using molecular markers Satt516 and Satti 14. 

One of ordinary skill in the art would have been motivated to combine these 
teachings to produce a method of determining the Phytophthora sojae resistance 
associated with the trait locus Rps8 in soybean using molecular markers because 
Demirbas et al teach that the use of markers can help plant breeders "select indirectly 
individuals in segregating populations that carry a gene for a favorable trait 
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[and]... allows the breeder to bypass laborious and/or costly phenotypic screens" (see 
page 1220, 2"*^ paragraph, 2"'' full paragraph). 

In addition, one of ordinary skill in the would have reasonable expectation of 
success based on the success of Demirbas et al in producing a method of determining 
Phytophthora megasperma resistance associated with trait loci Rps1, Rps2, Rps3 and 
Rps4 in soybean using molecular markers 

Conclusion 

13. No claims are allowed. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Keith O. Robinson, Ph.D. whose telephone number is 
571-272-2918. The examiner can normally be reached on Monday - Friday 7:30 am - 
4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached on (571) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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15. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Keith 0. Robinson, Ph.D. 
February 16, 2006 




DAVID H.KRUSE.I*H.D. 
PRIMARY EXASeSNIR 



